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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

„ « . . ««•» * «- — « »"*"* "* 5 " c ,,r , 

Claims 1-37 are rejected. 

0^3 1,13,15, 17 ,23,2S,31,and 35 

basis: 

Claim 1 recites "percentage". 

Claim 13 recites "excess shares" in claim 10. 

Claim 15 recites "selections" and "orders". 

Claim 17 recites "sales orders" in claim 16. 

Claims 23 and 25 recite "monetary value". 

claim 31 recites"responses","a P pro P ^ " 

Claim 35 recites "appropriate customized portfolio composite ,n Ca.m . 
The remaining Cairns are rejected for tbeir dependency upon rejected Cairns. 

Claim Rejections - 35 USC §103 

♦ nnfVSUSC 103(a) which forms the basis for all 
The following is a quotat.on of 35 U.b.u. iuo V / 

obviousness rejections set forth in this Office action: 
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Claims 1-5, 7, 9, 11-12, 14-19, and 22-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lucas (4,751,640) in view of O'Shaughnessy (5,978,778) and 
Sharebuilder. 

Lucas discloses an automated investment system comprising a computer 
system comprising displaying said portfolios and percentages for each portfolio and 
making said portfolios available to investors on a computer operated network site (col.2, 
lines 40-50); enabling said investors to choose which stock portfolio or portfolios to 
purchase, and how much money to invest in each one, wherein by investing money in a 
particular portfolio, an investor becomes an owner of stock in the holdings contained in 
said portfolio, wherein the number of shares of stock of each holding that is purchased 
by said investor is based on the total amount invested by said investor in said portfolio, 
and the percentage that each holding represents of the total value of said portfolio 
(col.2, line 20 to col.3, line 20); allocating the appropriate number of shares of stock 
purchased by said investors into said accounts (col.2, line 50 to col.3, line 20); 
allocating the appropriate number of shares of stock that has been bought and/or sold 
and/or transferred into the appropriate accounts (col.2, line 50 to col.3, line 20); the 
method takes into account the number of shares that are available in a system holding 
account in calculating the number of shares of each holding to buy and/or sell (col.3, 
lines 1-20); computer operated second subsystem adapted to display said one or more 
stock portfolios and said percentages, and make said portfolios available to investors on 
a computer operated network site (col.2, lines 40-50 see also Sharebuilder (What is 
Sharebuilder)); a computer operated fourth subsystem adapted to enable said investors 
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to choose which stock portfolios to invest in, and how much money to invest in each 
one, wherein by investing money in a particular portfolio, an investor can become an 
owner of stock in the holdings contained in said portfolio, wherein the number of shares 
of stock owned by said investor in said holdings is based on how much was invested in 
said portfolio, and the percentage that each holding represents of the total value of said 
portfolio (col.2, line 20 to col.3, line 20); a computer operated fifth subsystem adapted 
to process the selections made by said investors and execute the orders that have been 
placed at a predetermined time (col.2, line 50 to col.3, line 20); a computer operated 
sixth subsystem adapted to allocate the number of shares of each holding purchased by 
said investors into said accounts (col.2, line 50 to col.3, line 20); the system is 
adapted to execute the sales orders that have been placed, and then allocate the 
number of shares of each holding sold by said investors from said accounts (col.3, 
lines 1-20); the system is adapted to execute the orders that are needed to account for 
the adjustments, and enable the number of shares of each holding to be appropriately 
allocated into said investors' accounts after said adjustments are made (col.3, lines 1- 
20); the system is adapted to enable said investors to own fractions of shares of stocks 
(col.3, lines 1-11); purchasing one or more stock portfolios and indicating the monetary 
value to be invested in each one, wherein the number of shares of stock to be owned is 
based on the total amount invested in each portfolio, and the percentage that each 
holding represents of the total value of each portfolio (col.2, line 20 to col.3, line 20); 
receiving an ownership allocation of the appropriate number of shares of stock 
purchased into said account (col.2, line 20 to col.3, line 20); receiving an allocation of 
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the appropriate number of shares of stock that have been purchased and/or sold (col.2, 
line 20 to col.3, line 20); searching one or more existing portfolios created by a 
portfolio manager to determine the appropriate customized portfolio composition, and 
then creating a customized portfolio based on said asset allocation and said 
composition (col.2, line 50 to col.3, line 20); allowing said investor to indicate the 
amount to be invested in said customized portfolio (col.2, line 50 to col.3, line 20); 
calculating the number of shares to be purchased of each holding in said customized 
portfolio, based on the amount invested and the percentage that each holding 
represents of the total value of said customized portfolio (col.2, line 50 to col.3, line 
11) (allows for whole or fractionalized purchases of securities); allocating the total 
number of shares purchased by said investor into an account set up for said investor, 
wherein said investor becomes an owner of stock in the holdings contained in said 
customized portfolio (col.2, line 50 to col.3, line 20 see also Shareholder (How Do I 
Pay)); said asset allocation comprises percentages for one or more of the following 
investment categories: small cap, mid cap, large cap, international stocks, bonds, and 
cash (col.2, lines 30-40); the method comprises the step of allowing said investor to 
reject said customized portfolio, wherein the method comprises searching said one or 
more existing portfolios again to determine the appropriate customized portfolio 
composition, and creating a second customized portfolio based on said asset allocation 
and said composition (col.2, line 50 to col.3, line 20); the method comprises the step 
of displaying said second customized portfolio and its composition for the investor to 
review and allowing said investor to decide whether said second customized portfolio is 
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acceptable (col.2, line 50 to col.3, line 20); said customized portfolio is created by 
selecting one or more holdings contained in said one or more existing portfolios for each 
asset class in said asset allocation (col.2, line 50 to col.3, line 20). Lucas does not 
disclose creating or having created one or more stock portfolios, each having two or 
more holdings; determining or having determined the percentage that each holding 
represents of the total value of each portfolio; enabling said investors to create accounts 
using said network site; paying for said purchase with a credit card and using a payment 
processing application available on said network site; being charged a fee for said 
purchase as a percentage of the total amount invested, wherein said percentage is 
adjustable depending on the amount invested; creating or having created one or more 
stock portfolios each containing less than 30 holdings; the step of making said one or 
more portfolios available to said investors comprises listing said portfolios and providing 
information about each portfolio and its holdings on said computer operated network 
site; enabling said investors to use an online payment application to pay for said 
investments; setting up an account for each investor that has been approved through a 
registration process; enabling said investors to choose which stock portfolios to sell, and 
how much to sell of each one, wherein the number of shares of stock in each holding 
that remains in said accounts will be based on the total dollar amount sold of each 
portfolio, and the percentage that each holding represents of the total value of each 
portfolio sold; having a portfolio manager adjust one or more of said portfolios, by 
adjusting the holdings and/or the percentages that they represent of the total value of 
said portfolios; assessing fees that are owed by said investors as a percentage of the 
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total amount invested, wherein said percentage is capable of being adjusted depending 
on the amount invested; a computer operated subsystem adapted to enable one or 
more stock portfolios to be created, and to enable the percentage that each holding 
represents of the total value of each portfolio to be determined; a computer operated 
third subsystem adapted to enable said investors to become registered and create 
accounts; said fourth subsystem is adapted to enable said investors to choose which 
stock portfolios to sell, and how much to sell of each one, wherein the number of shares 
of stock in each holding that remains in said accounts will be based on the total dollar 
amount sold of each portfolio, and the percentage that each holding represents of the 
total value of each portfolio sold; said system is adapted to allow a portfolio manager to 
adjust the holdings and/or percentages that each holding represents of the total value of 
each portfolio; accessing a network site and becoming a registered user; receiving an 
account; reviewing one or more stock portfolios on said site, each of said portfolios 
containing two or more holdings; submitting financial account information and obtaining 
pre-approval to become a registered account holder; deciding to sell all or a portion of 
one or more of said portfolios that have been purchased and indicating the monetary 
value to be sold of each one using said network site; receiving an adjustment in the 
number of shares of stock that are held in said account, wherein said adjustment is 
made by a portfolio manager and is based on changes to the holdings and/or the 
percentages that each holding represents of the total value of the portfolio or portfolios 
that have been purchased; receiving an allocation of the appropriate number of shares 
of stock held in said account based on the adjustments that have been made by said 
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portfolio manager; having an investor fill out a questionnaire to determine the investor's 
goals and risk tolerances, and using the responses to the questionnaire to determine an 
appropriate asset allocation for said investor; displaying said asset allocation on a 
computer operated network site for the investor to review and allowing said investor to 
decide whether said allocation is acceptable; displaying said customized portfolio and 
its composition for the investor to review and allowing said investor to decide whether 
said customized portfolio is acceptable; executing the purchase orders needed to fulfill 
the orders placed by said investor; said questionnaire relates to one or more of the 
following factors: time until retirement, risk tolerance levels, objections to certain 
industries, amount to be invested, and the desire for tax management; the step of 
allowing said investor to reject said asset allocation, wherein said investor is prompted 
to return to said questionnaire; being charged a fee for purchases as a percentage of 
the total amount invested, wherein said percentage is adjustable depending on the 
amount invested; or assessing fees that are owed by said investors as a percentage of 
the total amount invested, wherein said percentage is capable of being adjusted 
depending on the amount invested. O'Shaughnessy teaches automated strategies for 
investments comprising creating or having created one or more stock portfolios, each 
having two or more holdings (col.2, lines 19-52; col.11, lines 20-40; and col.15, lines 
5-14); determining or having determined the percentage that each holding represents of 
the total value of each portfolio (col.2, lines 19-52; col.11, lines 20-40; and col.14, 
lines 20-30); creating or having created one or more stock portfolios each containing 
less than 30 holdings (col.2, lines 12-20); the step of making said one or more 
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portfolios available to said investors comprises listing said portfolios and providing 
information about each portfolio and its holdings on said computer operated network 
site (col.3, lines 54-62 and col.11, lines 20-34); enabling said investors to choose 
which stock portfolios to sell, and how much to sell of each one, wherein the number of 
shares of stock in each holding that remains in said accounts will be based on the total 
dollar amount sold of each portfolio, and the percentage that each holding represents of 
the total value of each portfolio sold (col.2, lines 35-53) (allows investors to choose 
securities); having a portfolio manager adjust one or more of said portfolios, by 
adjusting the holdings and/or the percentages that they represent of the total value of 
said portfolios (col.2, lines 35-52); a computer operated subsystem adapted to enable 
one or more stock portfolios to be created, and to enable the percentage that each 
holding represents of the total value of each portfolio to be determined (col.2, lines 19- 
52; col.11, lines 20-40; and col.15, lines 5-14); said fourth subsystem is adapted to 
enable said investors to choose which stock portfolios to sell, and how much to sell of 
each one, wherein the number of shares of stock in each holding that remains in said 
accounts will be based on the total dollar amount sold of each portfolio, and the 
percentage that each holding represents of the total value of each portfolio sold (col.2, 
lines 35-53) (allows investors to choose securities); said system is adapted to allow a 
portfolio manager to adjust the holdings and/or percentages that each holding 
represents of the total value of each portfolio (col.2, lines 35-52); reviewing one or 
more stock portfolios on said site, each of said portfolios containing two or more 
holdings (col.2, lines 14-52; col.11, lines 20-40; and col.15, lines 5-14); receiving an 
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adjustment in the number of shares of stock that are held in said account, wherein said 
adjustment is made by a portfolio manager and is based on changes to the holdings 
and/or the percentages that each holding represents of the total value of the portfolio or 
portfolios that have been purchased (col.2, lines 35-52); receiving an allocation of the 
appropriate number of shares of stock held in said account based on the adjustments 
that have been made by said portfolio manager (col.2, lines 35-52); displaying said 
asset allocation on a computer operated network site for the investor to review and 
allowing said investor to decide whether said allocation is acceptable (col.14, line 40 to 
col.5, line 5); and displaying said customized portfolio and its composition for the 
investor to review and allowing said investor to decide whether said customized portfolio 
is acceptable (col.3, lines 54-63 and col.14, lines 50-67). Sharebuilder teaches an on- 
line investment site comprising enabling said investors to create accounts using said 
network site (see: How Do I Pay); enabling said investors to use an online payment 
application to pay for said investments (see: How Do I Pay); setting up an account for 
each investor that has been approved through a registration process (see: How Do I 
Pay); a computer operated third subsystem adapted to enable said investors to become 
registered and create accounts (see: How Do I Pay); accessing a network site and 
becoming a registered user (see: How Do I Pay); receiving an account (see: How Do I 
Pay); submitting financial account information and obtaining pre-approval to become a 
registered account holder (see: What is Sharebuilder and How Do I Pay) (funds come 
out of a designated financial account); deciding to sell all or a portion of one or more of 
said portfolios that have been purchased and indicating the monetary value to be sold of 
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each one using said network site (see: How Much Does it Cost, What is Dollar- 
Based Investing, and How Do I Pay); having an investor fill out a questionnaire to 
determine the investor's goals and risk tolerances, and using the responses to the 
questionnaire to determine an appropriate asset allocation for said investor executing 
the purchase orders needed to fulfill the orders placed by said investor (see: What is 
Shareholder) (used when placing order-see example); said questionnaire relates to 
one or more of the following factors: time until retirement, risk tolerance levels, 
objections to certain industries, amount to be invested, and the desire for tax 
management (see: What is Sharebuilder) (used when placing order: see example); 
the step of allowing said investor to reject said asset allocation, wherein said investor is 
prompted to return to said questionnaire (done when desiring to change the dollar 
amount of investment); being charged a fee for purchases as a percentage of the total 
amount invested, wherein said percentage is adjustable depending on the amount 
invested (see: How Much Does it Cost); and assessing fees that are owed by said 
investors as a percentage of the total amount invested, wherein said percentage is 
capable of being adjusted depending on the amount invested (see: How Much Does it 
Cost). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the steps of creating or having created one or more 
stock portfolios, each having two or more holdings; determining or having determined 
the percentage that each holding represents of the total value of each portfolio; creating 
or having created one or more stock portfolios each containing less than 30 holdings; 
the step of making said one or more portfolios available to said investors comprises 
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iisting said polios and providing informal about each portfoiio and its holdings on 
said computer operated network site; enabiing said investors to choose which stock 
portfolios to seii, and how much to sei. o. each one, wherein the number o. shares of 
stock in each hoiding that remains in said accounts wil, be based on the total dollar 
amount so,d of each portfolio, and the percentage that each holding represents of the 
t0 «a: value of each portfolio sold; having a portfolio manager adjust one or more of sa,d 
portfolios, by adjusting the holdings and,or the percentages that they represent of the 
tota, value of said portfolios; a computer operated subsystem adapted to enable one or 
more stock portfolios to be created, and to enable the percentage that each holding 
.presents of the tota, value of each portfolio to be determined; said fourth subsystem ,s 

in said accounts will be based on the tota, dollar amount sold of each portfolio, and the 
percentage that each holding represents of the total value of each portfolio sold; said 
system is adapted to allow a portfolio manager to adjust the holdings and/or 
percentages that each holding represents o, the total value o, each portfolio; reviewing 
one or more stock portfolios on said site, each of said portfolios containing two or more 
holdings; receiving an adjustment in the number of shares o« stock that are held in sa,d 
account, wherein said adjustment is made by a portfolio manager and is based on 
changes to the holdings and/or the percentages that each holding represents o, the total 
value of the portfolio or portfolios that have been purchased; receiving an allocation o, 
,he appropriate number of shares of stock held in said account based on the 
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adjustments that have been made by said portfolio manager; displaying said asset 
aHocation on a computer operated network site for the investor to review and allowing 
said investor to decide whether said allocation is acceptable; and displaying said 
customized portfolio and its composition for the investor to review and allowing said 
investor to decide whether said customized portfolio is acceptable, as taught by 
CTShaughnessy into the device and method disclosed by Lucas, to demonstrate tha.the 
device and method disclosed by Lucas may be utilized using stocks as the security ,n 

obvious to one having ordinary skill in the art a* the time the invention was made to 

said investors to use an online payment application to pay for said Investments; settmg 
up an account for each investor that has been approved through a registration process; 
a computer operated third subsystem adapted to enable said investors to become 
registered and create accounts; accessing a network site and becoming a registered 
user receiving an account; submitting flnancia, account information and obtaining pre- 
approva, to become a registered account; deciding to sell a„ or a portion of one or more 
of said portfolios that have been purchased and indicating the monetary value to be sold 
of each one using said network site; having an investor M out a questionnaire to 
determine the investor's goals and nsk tolerances, and using the responses to the 
questionnaire to determine an appropriate asset allocation for said investor executing 
the purchase orders needed to fulfill the orders placed by said investor; said 
qu es«ionnaire relates to one or more of the following factors; time until retirement, risk 
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tolerance levels, objects to certain industnes, amount .o be invested, and the desire 
for tax management; the step of allowing said investor to reject said asset allocation, 
wherein said investor is prompted to return to said questionnaire; being charged a fee 
for purchases as a percentage of the total amount invested, wherein said percentage is 
adjustable depending on the amount invested; and assessing fees that are owed by 
said investors as a percentage of the total amount invested, wherein said percentage is 
capabie of being adjusted depending on the amount invested, as taught by Sharebuilder 
into the device and method disclosed by Lucas, to allow the user to go on-line and set 
up an account for conducting security transactions involving stocks divided into 
individual portfolios for selection by the investor based on investor preferences and to 
allow person(s) managing the accounts to make a prof,, to ensure that the company is 

able to maintain operations. 

„ is inherent that the investor may pay for a purchase with a credit card and use 
a payment processing application available on a network site, since the use of credit 
cards as a form of payment is widely practiced across many industries to make 
purchases when cash is not readily available or accessible. 

Claims 6, 8, 10, 13, and 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lucas and O'Shaughnessy and Sharebuilder, as applied to claims 1, 
7, 9, and 19 above, and in further view of Towers (4,566,066). 
' Lucas discloses and O'Shaughnessy and Sharebuilder teach the invention 
substantially as claimed; however, neither reference discloses nor teaches calculating 
the total number of shares of each holding to buy from a stock clearing house, and 
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waiting a predetermined period of time before buying said shares from said stock 
Hearing house, wherein volume discounts can then be obtained; calculating the number 
of shares of stock to transfer between accounts, and the total number of shares of stock 
of each holding to buy and/or seli, based on said purchases and sales, and waiting unti, 
a predetermined time before buying and/or selling shares of stock, wherein volume 
discounts can then be obtained; calculating the number of shares o, stock to transfer 
between accounts, and the total number of shares of stock of each holding to buy 
and/or sell, based on the combination of said purchases, sales and adjustments, and 
waiting until a predetermined time before buying and/or selling shares of stock, wherein 
volume discounts can then be obtained; buying more shares of stock than needed to 
fulfill the purchase orders, so that volume discounts can then be obtained, wherein the 
excess shares can be placed in a system holding account; the system being adapted to 
calculate the total number of shares of stock in each holding to buy and/or sell, based 
on the adjustments that have been made by said portfolio manager, and/or based on 
the purchase and/or sale orders placed by said investors, taking into account the 
number of shares that can be transferred between accounts to offset the number of 
shares to be purchased and/or sold; or the system being adapted to wait until a 
predetermined time before buying and/or selling shares of stock.rom a stock clearing 
house, wherein volume discounts can then be obtained. Towers teaches a securities 
valuation system comprising the method of adjusting securities for volume discounts 
,co..27 (chart,; co..48, line 50 to co.,49, Une 36; and co,.54, lines 27 to 68). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
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made to adjust the securities within the portfolios to obtain volume discounts, as taught 
by Towers into the device and method disclosed by Lucas and taught by 
O'Shaughnessy and Sharebuilder, in order to ensure that investors are able to 
maximize their return and to help shed some of the overhead costs of trading. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Fernholz (5,819,238) and Lupien (5,101,353) teach securities 
transaction methods. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M Hamilton whose telephone number is (703) 
306-5715. The examiner can normally be reached on Tuesday-Thursday (8:30-4:30). 

The fax phone number for the organization where this application or proceeding 

is assigned is (703) 746-6101. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
2272. 



Conclusion 





LMH 




